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Claim Rejections - 35 U.S~C. §112 
The Examiner rejected claiois 1 and 13 under 35 U.S.C. 1 12> second paragrapl-i, as 
allegedly being indefinite for failing to particularly point out and distinctly claiTn the subject 

i 

matter which Applicant regards as the invention. More specifically, ihe Examiner has state:! 

that claims 1 and 13 are both drawn to the subcombination of a spacer, staling that the seco id 

I 

to the last line of both of these claims sets forth "products" as though the "products" are 
positively set forth in a combination. The Exajniner has stated that thisiis improper as the 
products are merely set forth in the preamble with respect to the intended use of the spacer 
and, therefore, the Examiner required correction. I 

As such* Applicant has amended independent claims 1 and 13 s^ch that the 
"products'* are not positively set f orth in a combination. Thus, Applicant respectfully 
requests reconsideration and allowance of independent cliaims 1 and 13. 

Declaration of Roger Wozniacki Under 37 CFR §L132 
Applicant has attached hereto a Declaration of Roger Wozniacki, the sole inventor c f 
the present invention, in support of Applicant's arguments and amcndnients as to the 
patentability of the pending claims. The Declaration will be referenced herein as: *Wozniai ki 
DecL •[ '\ 
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Claim Rejections - 35 V.S.C §102 
Chims 1-3 and 3-S wera rojeced md.r 35 U.S.C. X^ii « aJtegedly b.i„s 
anfeipaW by WW S.ate No. 2,583.443 to Pcny e, 1. hereinafter "Peny ■). 

Applies, h« caneelled elan,. 3 herein and. U,e,ef„rc consider ft. rejecKon of el„n, 3 u. 
mooL With regard ,o fte „jee.on of chi^s 1. 2 and 5-8. Applicant re3p.ctt.Uy traverses 
this rejection. i 

Applicant has a^nended independent claitn 1 to require t2^t the sheets of matnial 
which Ibnn the spacer ^epaperboard. The Ex™ states that Ithc spacers (14, 16. T8)of 
Pcny comprise a plurality of sheets of;,^..W material secu^ together. Applicant 
states that this is incorrect. Pcrxy states at co W 2. lines 30-32 tjhat "the spacers are made 
up of stnps of cotxugated paper bom in zigzag fomiation » Comt^ated paper is not th e same 
aspapcrboard. ^-/.^^'I>-/. 1 Paperboacd (which is used in the present invent on) is 
basically a single sheet of paper having a predetemnned thickness with vai^g degre,. of 
rigidity. WcniacHDecl. , 10. Corrugated paper (which is used ip Peny), however, 
generally consists of two outer sheets of flat paper glued to a fluted or "con^gated" inner 

.heet. thus maldng the "corrugated" paper inherently rigid innature. Wo^iackiDecL flP. 
Applicant notes that Peny states at colunm 2. lines 23-24 that «Mhe l,allet comprises a 
comigated paper board or elevated platform or deck 12". Applicant states that "corrug Ued 
paper board" is not the sainc as the ^'p^erboard" claimed and as ill6strHted; rather, 
"corrugated paper board" is the same as the "corrugated" paper of ^hich the spacers (L, 16, 
18) are formed, which is necessary because Perry wanted the deck to be rigid. 

Applicant further states that the difference between using "paperboard" aad 
"corrugated" paper or "corrugated paper board" is not insubstanrial. ^Applicant has utili. ed 
computer pn^gram modeling to illustrate the diffe^ce between fom^ing the spacer of th. 
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invention in the wave-like pattern with "paperboard", as claimed, compared to fomxing the 
spacer of the invention in the wave- like pattern with "corrugated" paper, as generally 
described in Perry, where each spacer has generally identical lengths, widths and heights, 
Wozniacki Decl TJU 11 and 12. According to our actual test results, a laminated '"paperboajd" 
spacer having a uniform thickness of approximately one*quarter (0,25) of an inch should hi .vc 
a compression strength of approximately 27,000 pounds, with each spacer weighing 
approximately 0.962 pounds, Wozniacki Decl. H 13, According to the Computer program, o 
fonn a laminated "corrugated" paper spacer having approximately the same compression 
stiength, e,g., 27,000 pounds, tlie laminated ''corrugated" paper spacer would have to have i 
uniform thickness of approximately one and four-tenths (1.80) inches, and each such space* 
would weigh approximately 1.818 pounds. Wozniacki Decl. T[ 14. Thub, a "corrugated" 
paper spacer, as generally described in Perry, in order to support the saxne dead weight as the 
"papcrboard'* spacer of the invention, would have to weigh approximately two (2) times as 
much as the "'paperboard'' spacer of the invention and would have to have a thickness of 
approximately eight (8) times as much as the '*paperboard'* spacer of the invention. 

Because of the foregoing, the ''corrugated" paper spacer caimot and does not provid s 
the samebeneiits as does the "papcrboard" spacer. As discussed in the "Background Of 1 J e 
Invention" of the application, there would thus be an enormous cost savings both in the 
manufacture of the '^aperboard" spacers compared to the "comigated" paper spacers, and ia 
the freight cost of using the "paperboard" spacers compared to the "corrugated'' paper 
spacers. Wozniacki DecL H 7 J. By using the "paperboard" spacers, lhe:maLtsrial costs 
associated therewith would be approximately one-half of the material costs associated with 
usiug the "corrugated" paper spacers because the poimds of material used to make a 
predetermined number of **paperboard" spacers would be approximately one-half of the 

Serial >Jo.: 10/717,072 ^ 
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In view of the amendments made fr>,-«^-- 

ents made to independent claim l,and in view of the 

^~ ^ .^^^^ ^ ^^^^^^^ 

r^onsidcraa™ and ^low™„e of doped™, ctato 2 md S-S. 

Clai™.4a„d!..,2wc„,^e«ed^„35as.C.,<.3Ca),sL,eg=d,ybei„, 

Official Notice. i 

->.crwHc.,s„,«„„c„dcpe„de„,„p„„^,^..^.„ , 
-h. ordep^d.. A^oa^ ,^ ^.dcd depend™. . . 

.ependcnt^Md^end^.,.^ , "-..ao on depe„d., k .p,„_^^„,, 
ca^s ,0 and ,2 ..ve b«„ tended, and ^ ^ ^ 
ons,«l disclose ^ ^ „„ ^.^ ^ 

Furth.. ,„ dep^dent Caio. 9. ,o ^d *e B.a^„ .„ 

p„„,e» Of one Of ^ ^ „ ^^^^^ 

cK„«sa,dw.^.ofa,cspacc„.d,3..,,,_^^„^^,;^^^^,^^__^_^^^^ 
>^ s« ..e.. ACCOM.,,, one of o^a^ ^„ „ „„^, ^ 
-»*c..e.hcspac..„ ^^^^ »M.„wWc,«wo„. 

be used." Applicant ttaveiseslhisstateraont. 

For i„s«nc., in Cain, Appiican, ^ ^ ^.^^ ^^^^^ 
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approximately one-quarter of an inch. Perry, however, slates at column 4, lines 67-72 hat 
"[i]n substantially all cases, the tliickiiess of the zigzag spacer may run from say lYi' ic 2'\ 
For very light loads the thickness may be reduced to say 1 but in general a thin spacer is not 
desirable because the pallet may lack stability when excessively Ihin spacers are empla /ed." 
Thus, Perry definitively states tliat spacers having a thickness of less than 1" are not dc: irable 
because the pallet may lack stabihty, and this is with the reqiuremcht that a deck (12) b 3 
secured to the spacers. Thus, a spacer which is approximately 4 times smaller than a $p acer 
having a I " thickness would, according to Perry, be too thin. Thus, Perry definitively U aches 
away from having a spacer that is less tlian 1" thick, such that Applicant slates it would not 
have been "within the purview of one of ordinary skill in the art to optimize the dimens ons 
. . . of the spacers". 

Further, for instance in amended claim 10, Applicant requires that the spacers be 
configured to support a dead weight of at least approximately fifteen thousand pounds. As 
stated above. Perry states tliat tlie spacer should generally be of a thickness between VA" to 
T\ but may be reduced to 1 for lighter loads. Thus, were Perry to use its teachings to n lake a 
spacer of 14" (which is less than it already teaches), the spacer would not be able to supp ort 
much dead weight at all, and especially not something on the order of at least approximrtcly 
fifteen thousand pounds. 

Applicant finther reiterates the foregoing in view of the discussion provided 
hereinabove regarding Applicant's computer program modeling which compares 
"paperboard" spacers, of the type claimed herein, to ^'corrugated" paper spaccnrs of the type 
disclosed and taught in Peny. Also, as Perry states that the spacers thereof having a thic cness 
of less than 1" are undesirable, a computer program modeling of a '^corrugated** paper spacer 

i 

was performed where the spacer has a thickness of approximately onb inch. Wbzniacki Dad 
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% 16^ This spacer, while having a weight which is generally equivalent to that of a 
"papcrboard'" spacer having a thickness of one-quarter (0.25) of an inch, would only be abl j 
to have a compression strength of approximately 1 1.000 pounds, Wozniacki DecL ^16. 
Thus, in order to increase the compressive strength of the **corrugatcd" paper spacer of Per y, 
the thickness of the spacer would have io be increased, which as explaiiied hereinabove an< I 
in Ihe "Background of the Invention** of the application is higlily undesirable. As such, 
Applicant states that it would not have been obvious to one of ordinary skill in the art to 
optimize the dimensions, strength characteristics and weight of the spatters described in Pe ry. 

Applicant further states that the fonnation of the "corrugated** pjaper spacers of Pen y 
would be very impractical as the folding and laminating of the Perry spacer into the zigzag 
pattern in a number of layers to provide tlie spacer with a thickness of between 1" and 2", 
would require an enormous machine to apply the adhesive, and to fold and hold the zigzag 
pattem until "set". Wozniacki DecL ^17. Applying enough pressure to create the "bond" 
would require about 20 seconds. Wozniacki DecL ^17. Applying too much pressure wou) i 
collapse the flute arches of the "corrugated*'* paper spacers and would severely weaken the 
structure under compression, Wozniacki DecL \ 17. 

Claims 13-24 were rejected under 35 U-S-C 103(a) as allegedly being unpatentable 

! 

over United Slates Patent No. 2,583,443 to Perry et al, in view of Unitdd States Patent No. 
3,982,057 to Briggs et al. (hereinafter "Briggs"), and further in view of the Examiner's 
Official Notice. \ 

Applicant initially notes thai claims 14 and 15 have been cancelled herein and, 
thcrctbre, Applicant considers the rejection of these claims to be moot. In view of the 
cancellation of claims 14 and 15, claims 16-18 have each been amended to be dependent 
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upon mdependent claim 13. 

^Pliean, also an,cde<. in^„ « „ ^ ^ ^ 

surr^cs WMC a.p„Wde. Wce„ ^^^^^ 

products. 

of i„a,p«^. ,3. ^^^^ ^^^^^ 
««.en„g ^^^^^^ ^ ^ 

Claims 1-8 a^d „ wcrerej^ted under 35 U.S.C. 1 03(a) .safli^j^Wng 
unp„.ub>e .V. u^.ee S.a.=s Pa.«.. No. 5.722.626 to M»„.«« « 
•■M«Khc«-, i„ view of u^.^ s,a,. Pa«„. ^,„. ,,3p,,,o, „ ^ ^ 

Xa„e.,.App^-ca„,.asc.„.,,e.c,ai.„3.<^and.ta.fo«.consid«s«,,„je«,„„o.- 

f^pectfliUy traverses this rejection. 

ThcExan.„cs,a.««,a,.,wou,dWb^<*vi«.„„.,„f„^,^,^^„^,„ 

.-..odify ... space Of M.nche«i „iU. ,he .adii.^ of Ca^ ^ ,„ ^ „^ 

^..en^ spac. o.pa„e of ^ ^ _ 
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this statement. 

By way of background, management of makers of wallboard, companies such j 3 
National Gypsum Company (the assignee of Menchetri), and retailers who sell the wal board, 
companies such as The Home Depot, have been looking for a replacement to using pie :es of 
wallboard as risers or spacers to support stacks of wallboard for ai least the past filly y, ars. 
WozniackiDecl ^\ 18. Management of makers of wallboard want to replace usingpiccjs of 
wallboard as risers or spacers for at le^t the following two reasons: (1) using pieces of 
wallboard requires wasting good pieces of wallboard that could otherwise be sold; and .2) the 
manufacture of these risers or spacers causes them to spend time anji money in preparing 
these risers or spacers, e.g., by stacking, laminating and cutting a pluiality of sheets of 
wallboard. WozniackiDecl. 1| 18. Retailers who sell the wallboaixi also want to replace using 
pieces of wallboard as risers or spacers for at least two reasons, namely: (1) the wallboard 
risers or spacers create a lot of dust which the retailer needs to clean-up; and (2) the wali board 
risers or spacers arc tlien a waste product and the retailer needs to pay to have the wallbc ard 
risers or spacers disposed as they are a waste product. Wozniacki Decl. H 18. 

In view thereof. National G>psum Company, along with othe^ began experimenting 
with making spacers out of other materials, but with the requirement [thai the spacers be 
preferably inexpensive to make, be disposable and/or returnable and/or recyclable, and h< 
configured to have the required compressive strength. Wozniacki Dek 1) 19. As evidenced 
by the patent to Menchetti. National Gypsum Company even came up with its own dcsigr . to 
try aud solve its problems, but it is believed that National Gypsum Company does not 
manufacture or utilize its own invention because Applicant has never seen evidence that such 
aproductisinuseintheindustiy. Wozniacki DecL^ 20. Applicant was also unaware th.t 

r 

National Gypsum Company owned a patent (Menchetti) for such a pr Jduct. Wozniacki Di cl. 
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1 2L Presumably, the reason for why National Gypsum Company does not apparently 
manufacture or utilize its own invenlion is because National Gypsum Company's prod kX 
would be very difficult and expensive to manufacture. Wozniacki Decl. If 22. 

In faci, in 1 993, Applicant, being aware of the problems associated with using 
wallboard to form spacers or risers, began experimenting with difTciBnt structures and 
materials to provide a product to National Gypsum Company which would meet each of its 
requirements and solve as many of the aforementioned problems as possible. Wozniadi i 
Decl 11 23. In October 1994. Applicant sold 15.000 such products to National Gypsum 
Companyatacostof$1.25pcrproduct. Wozniacki Decl. \ 24. The products were foir. «ed of 
strips of conrugated paper laminated together into a block-like form. Wozniacki Decl \\ 24. 
The block-like products were positioned under stacks of wallboard in a similar manner i s 
were the spacers iUustrated in Figures 1 A and IB of tlie present application, and in a siir ilar 
manner as the spacers of the present invention as illustrated in Figures 20 and 2 1 of the 
present application. Wozniacki Decl 1| 24. Sometime thereafter, butprior to June 28. 1 ? 95, 
Applicant met with JVIr. Daniel A. Winkowski, who is one of the named inventors of the 
Mcchetti reference (assigned lo Naiional Gypsum Company), to discuss the products sold to 
National Gypsum Company and their performance, specifically with regard to their 
peilonmance when they become wet. Wozniacki Decl. If 25. After Applicant's meeting v -ith 
Mr. Winkowski, Applicant looked into reconfiguring the block-like facers fomied of 

I 

con-ugated paper such that they would meet National Gypsum Company's performance 
criteria in both wet and dry envircnments. Wozniacki Decl. If 26. AppUcanfs solution w; .s to 
saturate the block-like spacers with wax a.s these reconfigured spacers achieved excellent 
results during testing. Wozniacki Decl ^6. On June 28. 1995, Applipant sent Mr. 
Winkowski aletter advising him of the improved block-like spacers, tint never received ai y 
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fiiTther comact fiom him. presumably because the addition of the wax to the co.t of tl e 
spacers would add appruxianaiely 30% to the cost of each spacer. Wazniackl Deal. If 

To this day, Apphcant does not believe that anyone, including National Gypsu i, 
Company, has been able to manufacture and/or sell a spacer which overcomes these 
problems. Wazniackl Deal. n2?and28. He spacer of the present invention, however, does 
overcome these problems. Wozniacki Decl. TJfl 27 and 28. ' 

Thus, as explained, AppLcant, by the present invention, is trying to solve a problem 
which has existed for many years in order to solve the problem faced by companies sue b as 
National Gypsmn Company. Menchetti (which is assigned to National Gypsum Company) 
was trying to solve this exact san,e problem as evidenced by the discussion of the 
Background ofthehivenUon of Mechetti. As explained by the Examiner, Carter discloses 
how spacers can be fom^ed from muhiple (5-15) layers of paperboard adhered together vith 
the gmin pattern being chosen with respect to the loads that will be c;amed. As Carter \, sued 
m 1983, fifteen year, before the issuance of Menchetti, the Carter reference was available for . 
teaching to Menchetti and others at National Gypsu™ Company, or elsewhere, who were 
to-g to solve this problcn. Yet, when Menchetti and other, at National Gypsum Company 
came up w,th their attempted solution to this p„,blem, the workers tbr National Gypsum 
company (who Apphcant considers to be ones of ordinary skill in th^ art) did not disclos . or 
evea suggest the u.e of n.ult:p,. layers of paperboard adhered together with the grain patt-nn 
being chosen with respect to the loads that will be earned, which is taight by Carter. Th. s, 
these persons of ordinao^ skill in the art did not consider it an obviousjcombination as stat .d 
by the Examiner or they would have combined the two. 
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As explained hcreinabo^'e, the product of Menchetti is not beHeved to be 
n^anufacturcd or utii..ed by companies such as National Gypsun. Company. nrozniac'<i Deal 
1? 20. It is known to Applicant that manufacturers of wallboani, like National C5ypsuir. 
Co,upany, and retailers who sell wallboard, like T^e Hoxne Depot, ar. still searching f >r an 
acceptable replacement to using pieces of wallboard as risers or spacer, to support stacks of 
wallboard. Wozniacki Decl. ^ 18. As this was an extremely important problem for 
companies likeNational Gypsum Company to solve, the companies like National Gypsum 
Company should have solved this problem by utilizing 'Werboard" as taught in Carte.-. But 
these companic-s did not utilise "paperboard" They are still searching for the answer. 

Applicant'sinvention. the answer and is notofamake that it woujdbejust Obvious tc one 
of orditwy sk,ll in the art to combiue the teachings of Carter .vith Mechetti. As stated. 
Applicant was unaware of Menchetti until same was discussed in this Office Action. 
Wozniacki DecL ^21. j 

i 

In view of the foregoing. Applicant respectfUUy requests rccoUidemtion and 
allowance of claims 1-8 and 1 1. 

Claims 9. 10 and 12 were rejected under 35 U.S.C. 103(a) as allegedlybeing 
unpatentable over United States Patent No. 5,722.626 to Menchetti inView of United Sta,.s 
Patent No. 4.301.202 to Carter, and ^-nher in view of the Examiner's Official Notice. As 
Claims 9. 1 0 and 12 are all dependent upon independent claim I , and .because Applicant st .tes 
that independent claim 1 is in condition for allowance. Applicant respectfully requests 
reconsideration and allowance of claims 9, 10 and 12. 
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As AppUcant states that mdependent claim 1 is in condition for allowance in view of a 
combination of Menchetti and Carter, Applicant respectful Jyreqtiests reconsideratioji and 
aUowance of claims 9-12, each of which i$ ultimately dependent upon independent c. aim 1. 
Applicant notes that claims 1 0 and 12 have been amended, and that such amendment ; are 
supported by the original disclosure and are not made in view of prior art. 

Claims 13-24 were rejected under 35 U.S.C 103(a) as allegedly being unpatejitable 
over United States Patent No. 5,722.626 to Menchetli in view of United States Patent No. 
4,391,202 to Carter, in view of the Examiner's Official Notice, and further in view of United 
States Patent No. 3,982,057 to Briggs. 

Apphcant initially note.s thai claims 14 and 1 5 have been canceDed herein and, 
therefore. Applicant considers the rejection of these claims to be moot. In view of the 
canceUation of claims 14 and 15, claims 16-18 have each been amended to be depende nt 
upon independent claim 13. i 

AppUcant has also amended independent claim 13 to require that both the first and 
second spacer segments have a plurality of sheets of paperboard which have been lamiiatcd 
on top of one another and secured to one another with an adhering jneans, and that Ae fii^t 
and second spacer segments define first and second outer surfaces ind firet and second edge 
sin-faccs which are provided between the first and second outer surikces, and that the ti -st and 
second edges of the first and second spacer segments be conliguredjto directly support he 
products. 

Apphcant respectfully traverse.-; this rejection on the same basis as described liejein 
with regard to the Examiner's rejection of claims 1-8 and 1 1 as being unpatentable ovei 
Menchetti in view of Carter and Examiner Official Notice. Applicakt states that as it w )uld 
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not have been obvious to form either the first or second spacer segments of independeni ck im 
13 by combining the teachings of Menchetti, Carter and Examiner Official Notice, it does i ot 
matter what Briggs allegedly teaches regarding adhering wave-like spaceu. segments 
construction from Kraft paper. Thus, in view of the foregoing. Applicant respectfully 
requests reconsideration and allowance of claims 13-24 

Newly Added Claim 
hi view of Applicant's arguments made in view of the rejections based on Perry, 
Applicant has added new chiim 60, which is dependent upon independent claim 1 . which 
requires that the spacer have a thickness of approximately one-quarter (0.25) of an incli, ai d 

winch is fiirtber required to be configured to support a dead weight of at least approximately 

i 

fifteen thousand pounds. Perry definitely does not disclose or suggest Isuch a structure. 
Further, Perry slates that if the thickness of the spacer were to be decreased, the amount oJ the 
load which it could support would also be decreased. A.-; such. Apphcant respectfully 
requests consideration and allowance of new claim 60 in view of the foregoing, and further in 
view of new claim 60 being dependent upon independent claim 1 which AppUcant states is in 
condition for allowance. i 
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In view of the above Amendments and Remarks, Applicants respectftilly submit that 
the claims of the application arc allowable over the rejections of the Examiner. Should the 
Ex£imincr have any questions regarding this Amendment, the Examiner is invited to co: itact 
one of the undersigned attorneys at (312) 704-1890. 



Date: VWv^rli^.'^eS"" 



880430 



KespectfiiUy submitted. 




^o. 24.^ 



James A. O'Malley, Reg. No. 45,952 
TREXLER, BUSHNKLL, GIANGIORGI, 
BLACKSTONE & MARR, LTD. 
105 W. Adams Street. 36* Floor 
Chicago, Dlinois 60603; 
(312)704-1890 ' 
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